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In conjunction with the Notice of Appeal concurrently filed for the above application involving Claims 
2-4, 7-11, 47-53 and 59 on appeal. Applicants respectfully request a pre-appeal brief review under Official 
Gazette Notice of July 12, 2005 which authorizes Pre- Appeal Brief Conferences. 



This request is necessitated by the following deficiencies in the Final Action of December 20, 2005 
(Final Action): (1) failure of the Examiner to comply with 37 CFR § 104(d)(2) in providing an 
affidavit/declaration requested by the Applicants in their October 27, 2005 Amendment (Applicants' October 
2005 Amendment); (2) maintaining rejections against Claims 2-4, 7-11, 47-53 and 59 based on reasoning that 
contradicts the conclusions reached in the July 24, 2004 Restriction Requirement (Restriction Requirement); (3) 
failure to comply with 37 CFR § 104(c)(2) in fully specifying the basis for rejecting Claims 2-4, 7-11, 47-53 and 
59; (4) failure to comply with MPEP § 706.02(j) in providing a proper "motivation to combine" the references 
relied on to reject Claims 2-4. 7-11, 47-53 and 59; (5) impermissible hindsight reliance on Applicants* own 
disclosure in rejecting Claims 2-4, 7-11, 47-53 and 59; (6) applying an improper "obvious to try" standard in 
rejecting Claims 2-4, 7-11, 47-53 and 59; (7) maintaining rejections against Claims 2-4, 7-11, 47-53 and 59 
based on reasoning that contradicts the conclusions reached in the Final Action's Non-Elected Invention 
Determination; and (8) rejecting Claim 59 based on reasoning that is contrary to scientific fact. 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Sir: 



Basis for Request for Review , 
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A. Failure to Comply with 37 CFR S 104(d)(2). 

In the Office Action of July 27, 2005 (July Office Action), the Examiner made several statements 
having no basis in the references relied on in rejecting Claims 2-4, 7-1 1 , 47-53 and 59;. In their response to the 
July Office Action, (see Applicants* October 2005 Amendment, Section E, pp. 29-30), Applicants properly 
requested the Examiner to supply an affidavit/declaration under 37 CFR § 1.104(d)(2) in support of those 
statements. Because the Examiner has failed to comply with the 37 CFR § 1.104(d)(2) in providing the 
requested affidavit/declaration, the rejections of Claims 2-4, 7-11, 47-53 and 59 are prima facie improper and 
should be withdrawn, with Claims 2-4, 7-11, 47-53 and 59 being deemed in condition for allowance. 

B. Rejections that Are Based on Reasoning that Directly Contradicts the Conclusions of the 
Restriction Requirement. 

French Patent No. 2,645,622 (FR *622) only describes the use of sulfur-containing compounds such as 
mercaptans, thiophanes, and TBM (tertiary butyl mercaptan) as an odorous product (see FR *622 Abstract and 
Applicants' Amendment, Section A(2)(a), pp. 10-12; Section B(2)(a), pp. 17-18; Section C(2)(a), pp. 22-23; and 
Section D(2)(a), pp. 27-28). As admitted at page 4 of his July 24, 2004 Restriction Requirement (Restriction 
Requirement), selenium compounds, methylamine or trimethylamine, oxygen compounds and nitrogen 
compounds are patentably distinct species from these sulfm- compounds taught by FR *622. In view of the 
conclusions reached in the Restriction Requirement, a reference, such as FR *622, that only describes using 
sulfur compounds as odorants cannot teach or suggest using selenium compounds, methylamine or 
trimethylamine, oxygen compounds or nitrogen compounds as odorants, much less the use of any odorous 
gaseous product as an odorant. Instead, and in direct conu-adiction to the conclusions reached in Restriction 
Requirement, the Final Action maintains that "FR *622 suggests in the Abstract that any odorous gaseous 
product may be added" (emphasis added) in rejecting: Claims 2-4, 7-11, 47-53 and 59 over FR *622 in view of: 
U.S. Patent No. 1,643,954 to Prentice (Prentice) (see Final Action p. 3); Claims 2, 7-1 1 and 59 over FR '622 in 
view of U.S. Patent No. 5,221,545 to Borschel et at. (Borschel) or U.S. Patent No. 4,496,639 to Rasmussen et 
aL (Rasmussen) (see Final Action, p. 3); Claims 2, 3, 7-11, 47-49, 52 and 59 over FR *622 in view of U.S. 
Published Application No. 2002-0197304 to Schrauzer (Schrauzer) (see Final Action, pp. 3-4); and Claims 2, 4, 
7-1 1, 50, 51, 53 and 59 over FR *622 in view of U.S. Patent No, 4,656,038 to Baugh (Baugh) (see Final Action, 
p. 4). Accordingly, Claims 2-4, 7-11, 47-53 and 59 have been rejected based on reasoning that directly 
contradicts the conclusions reached in the Restriction Requirement, and, therefore, the rejections of Claims 2-4, 
7-1 1, 47-53 and 59 are prima facie improper for at least this additional reason and should be withdrawn. 

C. Failure to Comply with 37 CFR § 104(c)(2). 

In rejecting: Claims 2-4, 7-11, 47-53 and 59 over FR '622 in view Prentice; Claims 2, 7-1 1 and 59 over 
FR '622 in view Borschel or Rasmussen; Claims 2, 3, 7-11, 47-49, 52 and 59 over FR '622 in view of 
Schrauzer; and Claims 2, 4, 7-1 1. 50, 51, 53 and 59 over FR '622 in view of Baugh, the Final Action alleges that 
"FR *622 suggests in the Abstract that any odorous gaseous product may be added" (see citations to the Final 
Action in Section B above). But, the Final Action never identifies where FR '622 describes the use of single 
odorous product that does not contain sulfur. Instead, FR '622 only discloses sulfur compounds. Therefore, for 
the above reasons, the Final Action fails to comply with 37 CFR § 1.104(c)(2) that requires the "pertinence . . . 
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of each reference be clearly explained (emphasis added)." Because the Final Action fails to comply with 37 
CFR § 1.104(c)(2) for at least the reasons discussed above, the rejections of Claims 2-4, 7-11, 47-53 and 59 are 
prima facie improper and should be withdrawn. 



Nowhere does the Final Action (see Final Action, pp. 5-6) provide a proper basis for combining the 
teachings of the references relied on in rejecting Claims 2-4, 7-11, 47-53 and 59. The Final Action's basis for 
combining each of Prentice, Borschel, Rasmussen, Schrauzer and Baugh with FR *622 relies solely on the 
conclusory statement that "FR *622 suggests in the Abstract that any odorous gaseous product may be added" 
(see citations to the Final Action in Section B above). The Final Action also makes the following allegation: 

Applicants' argument, that FR '622 does not and cannot suggest compounds other 
than sulfur compounds may be used as odorants with hydrogen is not convincing, since 
applicants have not explained why the disclosure in the Abstract of FR *622 of adding an 
"odorous gaseous product" would not suggest the addition of an odorous gaseous product, 
regardless of whether such product is sulfur-containing or non-sulfur containing (see Final 
Acdon, p. 4) 

However, the Abstract of FR *622 does not state that "any odorous gaseous product may be added." In fact, 
what the Abstract of FR *622 states is that "an odorous product is added, such as a mercaptan, a thiophane, or 
a product known under the name 'TBM'" (see FR *622 Abstract, emphasis added). As pointed out in 
Applicants' Amendment, mercaptans, thiophanes and TBM (tertiary butyl mercaptan) are all suljur^containing 
compounds (see Applicants' Amendment, Section A(2)(a), pp. 10-12; Section B(2)(a), pp. 17-18; Section 
C(2)(a), pp. 22-23; and Section D(2)(a), pp. 27-28), Furthermore, in view of the conclusions reached in the 
Restriction Requirement, a reference such as FR '622 that only describes sulfur-containing compounds cannot 
teach or suggest that a person of ordinary skill in the art may look for a reference describing a selenium 
compound, including the Prentice, Borschel, Rasmussen, Schrauzer and Baugh references. Accordingly, each of 
the combinations of Prentice, Borschel, Rasmussen, Schrauzer and Baugh with FR '622 fail to comply with 
MPEP § 706.02(j) that requires that "To establish a prima facie case of obviousness . . . there must be some 
suggestion or motivation, either in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art^ to modify the reference or to combine reference teachings (emphasis added) ... ." 
Therefore, for at least the reasons discussed above, the rejections of Claims 2-4, 7-11, 47-53 and 59 based on the 
above combinations of references are prima facie improper and should be withdrawn. 

E. Impermissible Hindsight Reliance on Applicants' Own Disclosure. 

The combining in the Final Action of references describing selenium compounds, such as Prentice, 
Borschel, Rasmussen, Schrauzer and Baugh, with FR '622 that neither teaches nor suggests selenium 
compounds, must be presumed to be based on improper hindsight reliance on Applicants' own disclosure in the 
present application. This follows from: (1) the failure of the Final Action to identify a single non-sulfur 
compound taught or suggested by FR *622 with (2) the Restriction Requirement conclusively stating that 
selenium compounds are patentably distinct from sulfur compounds (see discussion in Sections B, C and D 
above). As the Federal Circuit has stated in Cardiac Pacemakers Inc. v. St Jude Medical Inc. 72 USQP2d 1333, 
1336 (Fed. Cir 2004) that "Prior knowledge in the field of the invention must be supported by tangible teachings 



D. 



Failure to Articulate a Proper Basis for ^*Motivation to Combine" References . 
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of reference materials, and the suggestion to combine references must not be derived by hindsight from 
knowledge of the invention itself. Accordingly, given that selenium compounds are patentably distinct from 
sulfur compounds, a person of ordinary skill in the art reading FR *622, which only teaches sulfur compounds, 
would have not motivation to look for references describing non-sulfur {e.g., selenium) compounds, but for 
improperly reading Applicants' own disclosure. Therefore, for this additional reason, the rejections of Claims 
2-4, 7-11, 47-53 and 59 based on the above combinations of references are prima facie improper and should be 
withdrawn. 

F. Impermissible Obvious to Try Standard Used to Reject Claims, 

The Final Action has not identified any criteria in FR *622 or Prentice that would enable a person of 
ordinary skill in the art to choose which of the several odorants described in Prentice could be used in the place 
of the mercaptan, thiophane and TBM odorants of FR '622 in a composition including hydrogen. Therefore, the 
Final Action appears to argue that it would be merely "obvious to try" to substitute a selenide of Prentice for the 
sulfur compounds of FR *622. As stated in In re Deuel, 34 USPQ2d 1210, 1216 (Fed. Cir, 1995), "'Obvious to 
try' has long been held not to constitute obviousness. In re O'Farrell, 853 F.2d 894, 903, 7 USPQ2d 1673, 
1680-81 (Fed. Cir. 1988)." The rejection of Claims 2-4, 7-11, 47-53 and 59 over FR '622 in view of Prentice 
thus relies on improper an "obvious to try" standard. Therefore, the rejection of Claims 2-4, 7-11, 47-53 and 59 
over FR '622 in view of Prentice is prima facie improper, and should be withdrawn. 

G. Rejections that Are Based on Reasoning that Contradicts the Conclusions Reached in 
the Non-Elected Invention Determination of the Final Action. 

In the Final Action, newly submitted Claims 54-58, 60 and 61 were held in the Non-Elected Invention 
Determination Section of the Final Action to be directed to a non-elected invention (see Final Action, p. 2). 
This means that Claims 54-58, 60 and 61 are considered to be patentably distinct from Claims 2-4, 7-11, 45-53 
and 59. Applicants note tiiat allowable elected Claims 45 and 46 claim "A fuel cell containing the composition 
of claim 2" and "The fuel cell of Claim 45 wherein the fuel cell is a vehicle fuel cell," respectively. 
Furthermore, Applicants note that Claim 57 claims a container containing the composition of Claim 2, "wherein 
said container is part of a vehicle." Given that the Final Action has held that a vehicle including a container 
containing the composition of Claim 2 is patentably distinct from a vehicle including a fuel cell containing the 
composition of Claim 2, the Non-Elected Invention Determination Section in the Final Action effectively states 
that even a slight difference in the use of an odorous composition may be patentable distinction over a different 
use of the same odorous composition. But the Final Action instead alleges that person of ordinary skill in the art 
reading the Abstract describing a method for dispensing industrial hydrogen (FR *622, see Abstract) would be 
motivated to look for a reference describing: a defensive and offensive projector composition (see Prentice, Titie 
and p.l, lines 1-3); a method of providing selenium in a nutritional product (see see Borschel, Title and Col. 1, 
lines 7-10); a hydrogen selenide treatment of elecurolytes (see Rasmussen, Title, and Col. 1. lines 31-38); 
compositions for the treatment of cancer (see Schrauzer, Titie and paragraph [0010]; and an animal repellant 
(see Baugh, Title and Col. 2, lines 55-62) (see Final Action, pp. 3-4). As can be seen, in rejecting Claims 2-4, 7- 
11, 47-53 and 59, the Final Action combines references that are far more dissimilar from each other than the 
product of Claim 57 is from that of Claim 46. Accordingly, Claims 2-4, 7-1 1, 47-53 and 59 have been rejected 



Page 4 of 5 



Application No. 10/637,608 
Attorney Docket No. ENER-OOOl-UTI 



Pre-Appeal Brief Request 
for Review 



based on reasoning that contradicts the Non-Elected Invention Determination in the Final Action, and, therefore, 
the rejections of Claims 2-4, 7-11, 47-53 and 59 are prima facie improper for this additional reason. 



In rejecting Claim 59 under 35 U.S.C. § 112, first paragraph, the Final Action alleges that die 
specification states that "the odorant is in a vapor phase at detectable concentration at a pressure of 6000 psi, 
which is not the same as being the vapor phase at a pressure greater than atmospheric pressure" (see Final 
Action, p. 2). Applicants note that 6000 psi is considerably above atmospheric pressure which is well-known to 
be around 14.7 psi. Accordingly, Claim 59 has been improperly rejected based on reasoning that is contrary to 
scientific fact, and, therefore, the rejection of Claim 59 under 35 U.S.C. § 112, first paragraph, should be 
withdrawn. 

II, Relief Requested . 

For at least the reasons discussed above, all of the rejections of Claims 2-4, 7-11, 47-53 and 59 in the 
Final Action are prima facie improper and should be witiidrawn. Therefore, Applicants hereby request that all 
of the rejections be withdrawn and Claims 2-4, 7-11, 47-53 and 59 be allowed. 



JAGTIANI + GUTTAG 
Democracy Square Business Center 
1 0363- A Democracy Lane 
Fairfax. Virginia 22030 
703-591-2664 

January 12, 2006 



H. 



Claim 59 has been Rejected Based on Reasoning that is Contrary to Scientific Fact. 



Respectfully submitted. 
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